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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of: 

Home et al. 
Application No. : 09/757,5 1 9 
ConiirmationNo.: 8679 
Attorney Docket No.: 3132.07US02 
Filed: August 23, 2003 

Title: METAL VANADIUM OXIDE PARTICLES 



Office of Petitions 
Patent and TradeitJark Office 



RECBVge 

ARB 1 ^ m 



O FFI ClAi 



PETmON FOR WITHDRAWAL OF THE NOTICE OF ABANDONMENT 

Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

The Assignee of U.S. Patent Application No. 09/757,519, NanoGram 
Corporation, hereby requests the Of6ce of Petitions to withdraw the Notice of Abandonment 
mailed on March 26, 2004, received by Applicant's attorney on March 29, 2004. In a telephone 
conference with Examiner Strickland on March 30, 2004, the Examiner indicated that he would 
request the file and discuss the Notice with Applicants' undersigned representative. Since the 
Examiner had not received the file yet, die Examiner agreed in a voice mail of April 18, 2004 
with Applicants' suggestion for filing this Petition, 
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Application No. 09/757,5 1 9 
The Notice of Abandonment refers to Applicant's failure to respond to the Oflfice 
Action mailed on May 15, 2003, The only OfiEce Action in Applicants files of that date is an 
Advisory Action (paper Number 22), wiiich does not elicit a response directly. In response to the 
Final Office Action of January 27. 2003, Applicants filed a Notice of Appeal witfi a Petition for 
an Extension of Time on June 23^ 2003. This Notice of Appeal is recorded in the PAIR System, 
as noted on the enclosed copy of a PAIR listing. 

The timely filed Notice of Appeal reset the deadline for filing a response. 
Applicants then timely filed an Appeal Brief in triplicate on August 20» 2003, The timely filed 
Appeal Brief was properly deposited via First Class Mail on August 20, 2003 as required by 37 
C.F.R. § LIO. A photocopy of the Appeal Brief transmittal and the Appeal Brief without 
appendices are enclosed with this petition. The Acknowledgement postcard received fi-om the 
PTO mail room was stamped August 22, 2003. A copy of the Acknowledgement card is also 
^closed. 

Therefore, Applicants assert that the Notice of Abandonment was entered in error 
and respectfully reqxiests that the ^plication be revived. It is believed that the error was 
inadvertently made on the part of the Patent and Trademark Ojffice, and therefore no fee is due in 
relation to this matter. However, please charge any fee due to Deposit Account No. 16-0631 to 
ensure prompt revival of the application. 

Respectfully submitted, 

Petw S. Dardi, Ph.D. 
Registration No. 39,650 
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on the date shown below thereby constituting filing of same. 
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Customer No. 24113 

Patterson, Thuente, Skaar & Christensen, PA. 

4800 IDS Center 

80 South 8th Street 

Minneapolis, Minnesota 55402-2100 

Telephone: (612)349-5740 

Facsimile: (612)349-9266 

In re the application of: 

Home et al. 

Application No.: 09/757^19 

Filed: January 9, 2001 

For: METAL VANADIUM OXIDE PARTICLES 



Mail Stop Appeal Brief-Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 . 

Sir: 



Attomey Docket No. 3132.07US02 



APPEAL BRIEF TRANSMTITAL 

Confirmation No.: 8679 
Examiner: J. N. Strickland 
Group Art Unit: .1754 





Transmitted herewth, in triplicate, is the Appeal Brief with Appendices A-D in the above- 
identified application, with respect to the Notice of Appeal filed on June 23, 2003. 

[ X ] Applicant(s) is/are entitled to small entity status in accordance with 37 CFR 1 .27. 

[ X ] A check in the amount of $ 1 60.00 (small entity) to cover the filing fee. 

Respectfully submitted, 

Peter S. Dardi, Ph.D. 
Registration No. 39,650 

Please grant any extension of time necessary for entry; charge any fee due to Deposit Account No, 1 6-06$ L 

CERTIFICATE OF MAILING 

I hereby certify that this document Is beirvg deposits with the United States Postal Service widi sufficient postage as first class 
mail in an envelope addressed to; Mail Stop Appeal Brief" Patents, Commissioner for Patents, PO- Box 1450, Alexandria. VA 
22313-1450 on 



Date 



of Deposit ^ Peter S. Daidi 
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PATENT APPUC ATION 
IN THE UNTTED STATES PATENT AND TEIADEMARK OFFICE 
In re the application of: Attorney Docket No. : 31 32.07US02 

Homeetal. ConfinnationNo.: 8679 

Application No.: 09/757,519 Examiner: J.N.Strickland 

Filed: January 9, 2001 Group Art Uitit: 1754 

For METAL VANADIUM OXIDE PARTICLES 





BRIEF FOR APPELANfTS 

Mail Stop Appeal Brief - Patents 
Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This i$ an appeal from an Office Action dated January 27, 2003, in which claims 1-3,6- 
10, 17 and 22-26 were j5naUy rejected. A Notice of Appeal was filed on June 23, 2003. 



REAL PARTY IN INTEREST 
NanoGram Corporation, a corporation organized under die laws of the state of Delaware, 
and having offices at 291 1 Zanker Road, San Jose, California, has acquired the entire right, title and 
interest in and to the invention, the application, and any and all patents to be obtained therefore, as 
per the Assignment, recorded at Reel 9370, Frame 0870 from tihe inventors to NeoPhotonics 
Corporation and an assigoatnent from NeoPhotonics Corporadon to NanoGram Corporation a copy 
of which is attached in Appendix A and is pending recordation at the Patent Office. Note lhat 
NeoPhotonics Corporation was formerly called NanoGram Corporation, and the present NanoGram 
Corporation is an ajBBliate of NeoPhotonics Corporation following the formal name change. Thus, 
the present NanoGram Corporation is an aflBiliate of the earlier NanoGram Coiporati on^ now named 
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Application No. 09/757,519 

NeoPhotonics Corporation. NanoGram Corporation is pres^tly obligated to assign this appJicattoD 
and the parent issued patent (US 6,225,007) to NanoGram Devices Corporation, an independent 
coiporation that was previously a wholly owned subsidiary of NeoPhotonics Corporation. 

RELATED APPEALS AND IN i HRi'ERENCES 
NanoGram Corporation has several other patetrt applications on ^eal. However, none of 
these applications are related to the pres^ subject matter. 

STATUS OF THE CLAIMS 
Claims 1-3, 6-10, 17 and 22-26 stand rejected. Claims 11-16 and 18 are free of any 
rejections and are objected to for depending on a rejected base claim. The pending claims are listed 
in Appendix B, 

ST A TUS OF AMgNPMSNTS 
All Amendments have been entered with the filing of the Appeal. 

SUMMARY OP INVENTION 

The invention relates to powders, i.e., collections of particles, having a composition of a 
metaj vanadium oxide. Metal vanadium oxides have a non-vanadium metal ion along with a 
vanadium ion within an oxide conqsosition. The claimed contposite metal oxide paiticles have an 
average particle size less than a micron. 

Any particular powder has particles that can be characterized by size, A collection of 
particles has an average particle size and a distribution of particle sizes, which are related but 
separate properties. The distribution of particle sizes relate to the size unifbrauty of the particles. 



2 



PA(£1QQ7'RCVDAT4/19120041:46:28PM[Eastem Daylight 



04/19/2*004 13:49 4049495731 



PATTERSON 



PAGE 11/27 



Application No. 09/757,519 

Some of ttie peading claims specify partiaUar distributions conesponding to hi^bJy unifiwm 
particles. Ali of the claims directed to particle collections have a submicnm average particle size. 

Some of the pending claims relate to m^ods for forming metal vanadium oxide particles. 
In the claimed methods^ the metal vanadium oxide particles are formed by heating a mixture of 
vanadium oxide paxticles with a non-vanadium metal compound. The reactant vanadixmi oxide 
particles have an average particle size less than a miCTon. Applicants* specification describes the 
formation of suhmicron vanadium oxide particles using a process called laser pyrolysis* Throng 
the description of the las«r pyrolysis approach, Applicants' specification enables the jformation of the 
starting materials for the fbrtnation of submicron metal vanadium oxide materials. The present 
q)plication does not claim the fomiation of particles with laser pyrolysis. 

Additional claims are directed to batteries fomaed vrith submicron metal vanadium oxide 
particles. In particular, metal vanadium oxide particles are usefiil as cathode materials, especially 
for Kthium-based batteries. The submicron character of the metal vanadium oxide particles can 
contribute improved performance in battery applications, 

ISSUES 

L Whether claims 1-3, 6-9, 17 and 22-26 are invalid under 35 U.S.C. § 102(b) as anticipated 
by U.S. Patent 5,549,880 to Koksbang? 

2. Whether claim 10 is invaUd under 35 U.S.C. § 102(b) as anticipatKl by U.S. Patent 
5,512,214 to Koksbang? 

GROUPING OF CLAIMS 
1. Claims 1 , 17, 22, 24 and 26 are within a first claim group directed to a collection of metal 
vanadium oxide particles or batteries fomied with metal vanadium oxide particles with the 
particles having a specified average particles size. 

3 
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2. Qaim 2 is in a second claim group directed to a collection of metal vanadium oxide 
particles with an average diameter from about 5 nm to about 100 rnn. 

3. Claim 3 is in a third claim group directed to a collection of metal vanadium oxide 
particles with an average diameter from about 5 nm to about 50 nm. 

4. Claims 6-9 and 23 axe within a forth claim group directed to a collection of metal 
vanadium oxide particles or batteries fomied with metal vanadium oxide particles with the 
particles having a specified average particles size and a specified particle size uniformity. 

5- Claims 1 0 and 25 are within a fifth claim group directed to a method for producing metal 
vanadium oxide particles using vanadium oxide particles with a specified average particle size 
range. 

ARGUMENT 

I. LEGAL BACKGROUND 

The Court of Appeals for the Federal Circuit has exclusive appellate jurisdiction for cases 
arising under the patent law under 28 U.S.C. § 1295 (a)(1). The Federal Circuit has adopted as 
binding precedent all holding of its predecessor courts, the U.S. Court of Claims and the U.S. Coxirt 
of Customs and Patent Appeals, Soudi Com, v. U.S.. 215 USPQ 657 (Fed. Cir. 1982). Therefore, 
unless they have been ovenruled en banc, CCPA cases are binding precedent for the present appeal. 

A, ANTICIPATION 

1. A Single Reference Must Disclose Every Element Set Forth In a Claim To Anticipate 
The Claim 

Tor a prior art reference to anticipate in terais of 35 U.S»C. § 102, every element of the 
claimed invention must be identically shown in a single reference. These elements must be 

4 
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arranged as is the claim under review, bnt this is not an 'ipsissixnis verbis* test." In re Bond. 
15 USPQ2d 1566, 1567 (Fed. Cir, 1990)(Intemal citations omitted and emphasis added.). 

"If the prior art reference does not expressly set forth a particular element of the claim, 
that reference still may anticipate if that element is 'inherent* in its disclosure. To establish 
inherency, the intrinsic evidence 'must make it clear that the missing descriptive matter is 
necessarily present in the thing described in the reference, and that it would be so recognized by 
persons of ordinary skill. Inherency, however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from a given set of circumstances is 
not sufScient."' In re Robertson, 49 USPQ2d 1949, 1950, 1951 (Fed. Cir, 1999), citing 
Continental Can Co. v. Monsanto Co.. 20 USPQ2d 1746, 1749 (Fed. Cir. 1991). 

"Every element of the claimed invention must be literally present, arranged as in the 
claim. The identical inyention must be shown in as complete detail as is contained m the 
patent claim." Richardson v. U,S. Suzuki Motor Corp.. 9 USPQ2d 1913, 1920 (Fed, Cir. 
1989)(Intemal citations omitted, and emphasis added); see also MPEP 2131. "Here, as well, 
anticipation is not shown by a prior art disclosure which is only 'substantially the same' as the 
claimed invention." Jamesburv Corp. v. Litton Industrial Products. Inc.. 225 USPQ 253, 256 
(Fed. Cir. I985)(emphasis added). 

2, Ranges 

Claims covering a range of composition narrower than a broader range covered in the prior 
art are not anticipated, althou^ they m^y be obvious over the prior art In re Malagari , 182 USPQ 
549, 553 (CCPA 1974). Such claims are analogous to the claim of a species or subgenus within a 
genus, which maybe patentable and generally are not obvious. See MPEP 213L02 and 2131.03. 

B. OBVIOUSNESS 

1 . The Examiner Bears The Burden Of Demonstrating Obviousness. 

5 
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The Applicants note that the patent office has (he burden of persuasion in showing that the 
Applicants are not entitled to a patait. "[T]he conclusion of obviousne^ yd non is based on the 
preponderance of evidence and argument in the record.*' In re Oetiker, 24 USPQ2d 1443, 1445 
(Fed Cir. 1992). The patent office ha5 the ultimate burden of persuasion in establishing that an 
applicant is not entitled to a patent. M. at 1447, concurring opinion of Judge Plag^. "The only 
determinative issue is whether the record as a whole supports die l^al conclusion that the 
invention would have been obvious/' Id. 

''hi rejecting claims under 35 U.S.C §103, the examiner bears the initial burden of 
presenting a prima facie case of obviousness." In re Riickagrt 28 USPQ2d 1955, 1956 (Fed. Cir. 
1993). If the Examiner fails to establish a prima facig case of obviousness, the obviousness 
rejection must be withdrawn as a matter of law. In re OchiaL 37 USPQ at 1131 ("When tlie 
references cited by the examki^ fiail to establish a prima facie case of obviousness, the rejection is 
improper and will be overturned"). "If examination at the initial stage does not produce prima facie 
case of unpatentability, then without more the appUcant is entitled to grant of the patent." In re 
Oeitikgr, 24USPQ2d 1443, 1444 (Fed. Cir. 1992). 

*'Only if that burden is met, does tiie burden of coining forward with evidence or argument 
shift to the applicant." la re Riickaert 28 USPQ2d at 1956. "Aftegr evidence or argument is 
submitted by the apphcant in response to an obviousness rejection, "patentability is determined on 
the totahty of the record, by a preponderance of the evidence with due consideration to 
persuasiveness of the argument"' InreChu . 36 USPQ2d 1089, 1094 (Fed. Cir. 199S)(quoting hire 
Oetiker, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992)). 

2. The References Must Teach Or Suggest All Of The Claim Elements 
Prima facie obviousness is not established if all the elements of the rejected claim are not 
disclosed of suggested in the cited art. In re Ochiai. 37 USPQ 1127, 1131 (Fed. Cir. 1995). ("The 

6 
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test for obviousness vel non is statutory. It reqxiires that one compare the claim's 'subject matter as a 
whole* with the prior art *to which said subject matter pertains/"). See also, MPEP 2143.03 "All 
Claini Limitations Must Be Taught or Suggested," citing In re Rovka. 180 USPQ 580 (CCPA 
1974). "To establish prima facig obviousness of a claimed invention, all of the claim limitations 
must be taught or suggested by the prior ait." MPEP 2143.03. 

To establish prima facie obviousness, all the elements of the claim m\xsX be taught or 
suggested by the cited references without the benefit of hindsight based on the applicant's own 
disclosure. "To imbue one of ordinary skill in the art witti knowledge of the inv^tion in suit, v^^en 
no prior art reference or references of record convey or suggest that knowledge, is to fell victim to 
the insidious effect of a hindsight syndrome wherein that which only the inventor taught is used 
against its teacher." W. L. Gore & Assocs.. Inc. v. Garlock. Inc.. 220 USPQ 303, 312-13 (Fed. Cir. 
1983). "Skill in the art does not act as a bridge over gaps in the substantive presentation of an 
obviousness case, but instead siflpplies the primary guarantee of objectivity in the process." All-Site 
Corp. V. VSI International Inc. , 50 USPQ2d 1 161, U7X (Fed. Cir. 1999). 

3, The Claimed Recited Properties Of The Claimed Compositions Of Matter Are riaim 
Elements 

It is long established that a composition of matter is indistinguishable from its properties, b 
re P^esch . 137 USPQ 43, 51 (CCPA 1963); In le CescoD- 177 USPQ 264, 266 (CCPA 1973). 
There are two types of prop^es* cheotnical/compositional prop^es and physical properties. The 
chemical/compositional prc^)erties of die composition of matter determine what the material is, 
while the physical properties relate to the iojteiaction and behavior of the composition of matter. 
Often unique or unexpected physical properties are used to establish the existence of an unobvious 
composition when chemical/compositional properties either are unknown or do not fiiUy represent 
the unobviousness of die composition- However, discovery of a surprising or unexpected physical 
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property does not necessarily control an obviousness detemxination, and all tie evidence under the 
Graham factors must be considered. See, fiir example, Richardson- Vicks v. Upjohn Co.. 44 
USPQ2d 1181, 1187 (Fed. Cir. 1997). In the present case, the claims do not relate to the 
discovery of properties of previously known or suggested materials. 

Obviousness under 35 U.S.C §103 must be evaluated by viewing the invention as a whole. 
In re Langer. 175 USPQ 169, 171 (CCPA 1972). "In eflfect, we consider the prior art 'as a whole' 
with the claimed subject matter 'as a whole.*" M. This rule superseded other principles, and 
specifically, '^homology should not be automatically equated with prima focie obviousness." Id. 
(emphasis added). "To give meaning to the language of 35 U-S.C. 103 which speaks to the subject 
msttCT 'ad a whole,* we feel weight must be given the properties of a compoand or composition 
of matter." InreMurch. 175 USPQ 89, 92 (CCPA 1972)(emphasis added). 

The present claims are directed to compositions of matter or method for manipulating 
compositions of matter. Certain claimed aspects of the present invention are 
chemical/compositioiial properties that make the material a different composition of matter. lo 
particular, Applicants* claimed compositions have several compositional features of particular 
relevance. First, the composition of matter comprises paxtidcs with specified properties. 
Specifically, the psiticles have a specified range of average particle sizes. Average particle size is a 
chemical/compositional property similar to chemical formula or molecular weight of a polyma:. 
Collections of particles with one average particle size are a different composition of matter and will 
have differait physical properties from collections of particles with other average particle sizes. 

Similarly, die distribution of particle sizes is another independent chemical/composition 
property of solid particles that is distinct from the average particle size. A particle collection with 
a particular particle size distribution is a different composition of matter and will have 
difTerent physical properties from other coHections of particles with different particle size 
distributions. Applicants have developed an approach usmg light/radiation-based pyrolysis to 
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produce the highly uirifoim powders/particles, which is the suhgect of some of the present claims. 
These highly uniform particles can be further reacted to form other product particles with desirable 
properties. A particle collection with a narrow particle size distribution is more uniform. 



4. To Support A Finding Of Obviousness Based On Cited Art. The Cited Art Must Provide 
A Means O f nbtaimnf y The Claimed Composition Or Apparatus 

The proposition is well established that the cited art only renders a composition of matter or 
apparatus unpatentable to the extent that the cited art enables the disputed claims, in other words, jf 
the cited art provides a means of obtaining the claimed composition or apparatus. 

To the extOTt that anyone may dracw an, infetroce fibom the Von Bramer case 
that the mere printed CQncq)tion or the mere printed contemplation which 
constimtes the designation of a 'compound* is suflBcieat to show that such a 
compound is old, regardless of whether the compound is involved in a 35 
U.S.C» 102 or 35 US,C. 103 rejection, we totally disagree. We think, 
ratider, that the tme test of any prior art relied upon to show or suggest that a 
chemical compound is old, is whether the prior art is sxich as to place the 
disclosed 'compound' in the possession of the public. In re Browru 141 
USPQ 245, 248-49 (CCPA 1964)(empha5is in original)(citations omitted). 

Similarly, see InreHoeksema. 158 USPQ 596, 600 (CCPA 1968)(emphasis in original): 

We are certain, however, that the invention as a whole is the 
claimed compound ^d a way to produce it, wherefore appellant's 
argument has substance. There has been no showing by the Pat^t OiDfice 
in this record that the claimed conipound can exist because there is no 
showing of a known or obvious way to manufacture it; hence, it seems to 
us that the 'invention as a whole,' which section 103 demands that we 
consider, is not obvious from the prior art of record. 

While there are valid reasons based on pubUc policy as to why tins 
defect in the prior art precludes a finding of obviousness under section 103, 
In re Brown, siq)ra, its immediate significance in the pre^t inquiry is that it 
poses yet another difference between the claimed invention and the prior art 
which must be considered in tiie context of section 103. So considered, we 
think the differences between ^pellanfs invention as a whole and the prior 
art are such that the claimed invention would not be obvious within the 
contemplation of 35 U.S.C. 103, 
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The FedCTal Circuit has fiirther emphasized these issues. "But to be prior art \mdsr section 
1 Q2(b), a reference must be enabling. That is, it must put the claimed invention in the bands of one 
skdUed in the art." InreSuiu 31 USPQ2d 1451, 1453 (Fed. Cir. l993Xunpubhshed), Assertions in 
a prior art reference do not support an anticipation or obviousness rejection unless the references 
place the claimed invention in the hands of the public. Beckman Instruments Inc. v, LKB Ptodukter 
AB> 13 USPQ2d 1301, 1304 (Fed. Cir. 1989). "In order to irader a claimed apparatus or method 
obvious, the prior art must enable one skilled in ttie art to make and use the apparatus or method" 
]A, While a properly citable reference is prior art for all that it teaches, references along with the 
knowledge of a person of ordinary skill in the art must be enabling to place the invention in the 
hands of the pubUc. In re Paulsen, 31 USPQ2d 1671, 1675 (Fed. Cir. 1994). See also In re 
Donohuc. 226 USPQ 619, 621 (Fed. Cir. 1985). 

5. Obviousness Over A Single Prior Art Reference 

The importance of the principle that the prior art itself must suggest the motivation 
to modify the teachings of a reference was eloqucndy stated in In re Rouffet. 47 USPQ2d 1453, 
1458 (Fed. Cir. 1998)(emphasis added): 

The Board did not, however, explain what specific understanding or technical 
principle within the knowledge of one of ordinary skill in the art would have 
suggested the combination. Instead the board merely invoked the high level of 
skill in the field of the art If sQch a rote invocation could suffice to supply a 
motivation to combine, tbe more sophisticated scientific fields would rardy, if 
ever, experience a patentable teclmical advance. Instead, in complex scientific 
fields, the Board could roiitinely identify the prior art elements in an application, 
invoke the lofty level of skill, and rest its case for rejection. To counter this 
potential weakness in the obviousness construct, the suggestion to combine 
requirement stands as a critical safeguard against hindsight analysis and rote 
application of the legal test for obviousness. 
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Similar principles must be applied when obviousness is based on the teachings of 
a single cited reference. 

In appropriate circumstances, a single prior ait reference can render a claim 
obvious. However, there must be a showing of a suggestion or motivation to 
modify the teachings of that reference to the claimed invention in order to support 
the obviousness conclxision This suggestion or motivation may be derived from 
the prior art reference itself, from the knowledge of one of ordinary skill in the 
art, or from the nature of the problem to be solved. Determiniiig whether there 
is a suggestion or motivation to modify a prior art reference is one aspect of 
determining the scope and content of the prior art, a fact question snbsidiary 
to the ultimate conclusion of obviousness. 

Sibia Neuroscienccs, Inc. v. Cadus Pharmaceutical Corp.. 55 USPQ2d 1927, 1931 (Fed. Circuit 

2000)(intemal citations omitted, emphasis added). 

n. ANALYSIS 

A. REJECTION OVER KOKSBANG '880 

The Examiner rejected claims 1-3, 6-9, 17 and 22-26 under 35 U.S.C. § 102(b), as 
anticipated by U.S. Patent 5,549,880 to Koksbang (the Koksbang '880 patent). The Examiner 
has failed to estabUsh a prima facie case of anticipation. Furtheraiore, in phone interviews* the 
Examiner has raised issues relating to obviousness that have not been raised in written Office 
Actions. The implication from these discussions was that the Patent Office is operating on the 
incorrect basis that Applicants have the burden to establish patentability. The Examiner has not 
asserted a prima facie case of obviousness. These issues are analyzed in detail in the jfoUowing. 

Also, Applicants note that it seems to ha.ve been an error to include claim 25 in this 
rejection since claim 25 depends from claim 10, which was not rejected over the Koksbang *880 
patent. Apphcants respectfully request clarification of the status of claim 25. To the extent that 
claim 25 is rejected over Koksbang '214 patent, the patentability of claim 25 is argued below 
with respect to claim 10 since the arguments apply ajually with claim 25. 
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Group 1 Claims 

The Patent OflBce has the burden to establish prima facie unpatentability. Hie rejection 
foraially presented by the Examiner is based on anticipation. Since the Examine has raised issued 
in phone interviews based on obviousness^ both anticipation and obviousness are discussed 
separately below. 

The Koksbang '880 patent does not prima facie anticipate .Ajiplicants* claimed invention. 
Specifically, pending claim I specifies that the average particle size for the claimed collection of 
metal vanadium oxide particles is less than a micron. The Koksbang '880 patent docs not disclose 
metal vanadium oxide particles with an average particle size less than a micron either explicitly or 
inherently. The Koksbang *880 patent describes a lithium vanadiimi oxide^ which is a species of 
metal vanadium oxidesi "in the form of a fine powder having a surprisingly small particle size on 
the order of 0.1 to 5 microtiSj, and typically less than 10 microns." Cotumn 2, lines 59-61. The 
Koksbang patetit docs not identically disclose the composition of Applicants' invention since 
the Koksbang patent does not expressly recite that the particle size range disclosed is a range of 
average particle sizes. 

Furthermore, it is clear in context that this description of particle sizes is not a description of 
average particle sizes. In particular, the inclusion of the description of "typically less than 10 
microns" is inconsistent with 0.1 to 5 microns being a range of averages. If 0.1 to 5 microns relates 
to a particular distribution of particle sizes, there is some cut off in the distribution that is used to 
assign the end points presented. This can be picked, for example, at one standard deviation, 
• Thus, th^e would be some particles with sizes larger than 5 microns and smaller than 0.1 
microns. To then indicate tihat the particle sizes are typically less than 10 microns would imply 
that a more stringent criterion is being xised to indicate "typically," for example, 90 percent or 95 
percOTt of the particles. This interpretation is perfectly consistent although not explained \xx the 
Koksbang patent. So if the "O.l to 5 microns" is a distribution, the expression "typically less 
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than 10 microns" is not inconsistait. However, if "0.1 to 5 nnicrons" refers to average particle 
sizes, the expression "typically Jess than 10 microns" is inconsistent since a description dearly 
relating to the distribation would then be contrasted with averages without explanation. 
Since there is no explicit explanation otherwise, the consistent reading of the language in the 
Koksbang *880 patent is that all values relate to the distribution of particle sizes. 

In addition, the Koksbang '880 patent has a single example directed to the production of 
lithium vanadium oxide. A single set of reaction conditions are described for the production of 
the lithium vanadium oxide from cohnnn 4, line 49 to 67. "The product was found to have a 
surprisin^y small particle size on the order of 0.1 to 5 microns, and typically less than 10 
microns." Colimm 5, lines 4-6. A powder product has a single average particle size and a 
single particle size distribution relating to the characteristics of the particles within the powder. 
Since the quoted language was used to describe a single product, it must be referring to a single 
distribution of particle sizes that would have a corresponding a single avCTage particle size, not a 
range of average particle sizes. Based on a single example with one set of reaction conditions, 
the only consistent interpretation of the language in the Koksbang '880 patent is that 0.1 to 5 
micmns refers to a single distribution with an avemge particle size of roughly 2.5 microns. 
Since the single set of particle properties disclosed in the Koksbang *880 patent have an average 
particle size significantly greater than the claimed particle size, the Koksbang *880 patent docs 
not explicitly disclose a collection of metal vanadium oxide particles with an average particle 
size less than one ncdcrozL 

Similarly, the Koksbang '880 patent does not inherently disclose metal vanadium oxide 
particles with an average particle size less than one micron. Specifically, the Koksbang patent 
explicitly discloses the particle size of the metal vanadium oxide particles. There are no particle 
collections in the Koksbang *880 patent with inherent size properties that are not described, so 
there cannot be inhwnt disclosure relating to average particle sizes. Since the Koksbang '880 
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patent does not explicitly or inherently disclose metal vanadium oxide particles with an average 
particle size less than a micron, the Koksbang '880 patent does oot anticipate Applicants' claimed 
invention. 

With respect to obviousness, the Examiner has clearly not stated a prima facie case for 
obviousness. It is simply not the Applicants' burden to establish patentability. With respect to 
the Examiner's assertions regarding the possible formation of Applicants' claimed particle from 
the particles foraied by the process of the Koksbang '880 patent, this can only be relevant to an 
obviousness analysis. However, the Koksbang '880 patent does not teach or suggest any 
separation techniques. Under well established legal principles, the modification of the teachings 
of a reference can only be based upon the teachings of another reference or what is well known 
to a person of ordinary skill in Ae art. The Examiner has not asserted that appropriate teaching 
is well known in the art or provided a reference that describes appropriate knowledge being well 
known in the art. If it was well known to a person of ordinary skill in the art how to form the 
claimed particle coDections from the particle collections described in the Koksbang '880 patent, 
it should be possible for the Examiner to provide such a reference. Similarly, the Examiner has 
not asserted or implied in the phone conferences that he has personal knowledge that appropriate 
approaches are known in the art for performing the requires submicron particle separation. 

Cited references must teach all of the claim elements. Specifically, the cited art must 
place the invention in the hands of the pubUc to support an obviousness or anticipation rejection. 
The Koksbang '880 patent simply does not put the invention in the hands of the pubUc. 
Certainly, with respect to AppUcants' claimed invention, the Examiner has fallen far short of 
meeting his burden of estahUshing prima facie anticipation or obviousness. 

The Examiner's implied assertion that Applicants must provide evidence of more with 
respect to showing that there is no other way of making Applicants' claimed invention is a 
shiMag of burdens contrary to the law. Applicants simply do not as a matter of law have the 
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burden to prove patentability. If a person of ordinary skill in the art could practice the claimed 
invention without undue experimentation based on the disclosuie in the Koksbang *880 patent, 
the Examiner should easOy be able to support that assertion with some kind of evidence. The 
Examiner has presented no evidence to support an obviousness rejection over the Koksbang '880 
patent 

Since the Examiner has fallen short of establishing prima facie unpatentability of 
Applicants' claimed invention, the rejection should be withdrawn. 

Group 2 Claim 

The claims of group 2 relate to collections of metal vaoadiom oxide particles with an 
average particle size from 5 nm (0.005 microns) to 100 nm (0.1 microns). The Examiner has not 
clearly indicated in any Office Action how this claim is anticipated by the teachings of the 
Koksbang '880 patent Therefore, the Examiner has failed to establish prima facie anticipation of 
this claim. 

Group 3 Claim 

The claim of group 3 relate to collections of metal vanadium oxide particles with an 
average particle size ficom 5 nm (0*005 microns) to 50 nm (0.05 roicrons). The Examiner has not 
indicated in any OjSice Action how this claim can possibly be anticipated by fhc Koksbang '880 
patent since there is no description whatsoever of particles this small in the Koksbang '880 
patent Thus, the Examiner has clearly failed to assert prima facie anticipation of the Group 3 
claim. 
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Group 4 naim< 

Group 4 claims include additional features relating to the unifbnnity of the particles with 
respect to size. Specifically, the particle size distributions are narrow as specified in the claims. 
With respect to these claitns, the Examiner asserted that these unifomiity features were inherent 
in the Koksbang '880 particles since the Koksbang '880 patent teaches the same process. See the 
Office Action of January 27, 2003 at page 3. This simply is not the case. The Koksbang patent 
throughout teaches a solution based reaction- In contrast, Applicants method involved forming a 
vanadium oxide reactant that is formed in a flow with the reaction driven by an intense light 
source. The vanadium oxide reactant is converted into the metal vanadium oxide in a solid state 
reaction. Since the cited reference does not teach or suggest the same methodology as 
Applicants* disclosure, the Examiner has clearly failed to assert a prima facie case of anticipation 
of the claims of group 4. 

When Applicants previously pointed out that the methods were not he same, the 
Examiner asserted that the claims did not specify a method. But with aU due respect, the 
Examiner's comment is inelevant. Applicants described their method only to reftite the 
Examiner's abortions that the method was the same as the Koksbang '880 metltod and not to 
assert that Applicants' were relying on their process for patentability. The legal standards for 
establishing anticipation by toherency of a claimed composition of matter stipulate that the 
compositions in the cited references must necessarily have the claimed characteristics. However, 
there is absolutely no basis to believe that the particle collections in the Koksbang '880 patent 
have a uniformity disclosed and claimed by Applicants. The Koksbang '880 patent simply does 
not prima facie anticipate explicitly or inherently Applicants' invention in Group 4 claims. 
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Summary 

The Examiner has failed to meet his burden of establishioig prima facie unpatentability of 
Applicants' claimed invention based on the Koksbang '880 pai^t Applicants respectfully 
request withdrawal of the rejection of claims 1-3, 6-9, 17 and 22-26 under 35 U.S.C § 102(b), as 
anticipated by the Koksbang '880 patent 

B. REJECTIONS OVER KOKSBANG '214 

The Examiner rgected claim 10 under 35 U.S.C § 102(b) as being anticipated by U.S. 
Patent 5,512,214 to Koksbang (the Koksbang 214 patent). Qaim 10 is directed to a method for 
producing metal vanadium oxide particles using subnricron vanadium oxide particles. The 
Examiner asserted thai the Koksbang "214 patent discloses vanadium oxide particles with an 
average particle size less than a micron at column 5, Knes 1-6. The Koksbang '214 patent, however, 
does not disclose submicron vanadium oxide particles. JBased on well established case law, the 
Koksbang •214 patent does not prima facie anticipate Apphcants' claimed invention. Applicants 
respectfiilly request reconsideration of the rejection based on the following analysis. 

The Koksbang *214 patent is directed to the synthesis of vanadium pentoxide (V2O5) and 
lithium vanadium oxide jBrom the vanadium pentoxide. At column 5, lines 1-4 (emphasis added), 
the Koksbang '214 patent indicates that "vanadium oxide particles are formed having an average 
size less than 100 mia*ons, desirably less than 50 microns andj preferably, less than 10 microns/' 
The Koksbang '214 patent does not disclose an average particle size of less than about 1 micron, 
as disclosed and claimed by Applicants. 

It is well established that a broader range is clearly not anticipated by a narrower range. 
Therefore, the Koksbang ^214 patent simply does not anticipate Apphcants' claimed invention. The 
Examiner has failed to establish a case of prima fac^e anticipation. Also, the Examiner has failed to 
assert any case for obviousness. Nevertheless, issues raised by the Examinca' in phone interviews 
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seem to relate to obviousness. Therefore, Applicants address the obviousness issue, although the 
Examiner has not formulated an obviousness argument 

In ordCT to render a claimed process obvious, the cited references must place the claimed 
process in the hands of the public. The Koksbang '214 patent does not disclose how to form 
vanadium oxide particles with an average particle size less than a micron. The range disclosed in 
fhe Koksbang "214 patent is a factor of ten greater than Applicants* claimed particle sizes. The 
Examiner has not indicated how such a reduction in particle size can be performed. While the 
Koksbang ^214 patent disclosed the desirabiUty of having smaller average particle sizes, the 
Koksbang '214 patent does not indicate that particles can be formed with an average particle size 
less than a micmn is achievable. This gap with respect to smaller vanadium oxide particles in the 
disclosure of the Koksbang "214 patent strongly suggests that Koksbang '214 patent does not ^able 
a person of ordinary skill in the art to form submicron vanadium oxide particles, 

Id summary, the Koksbang *214 patent singly does not prima facie anticipate Applicants' 
claimed invention. The Examiner has not indicated any basis for establishing prima facie 
obviousness* Applicants do not have the burden to establish patentability, although AppUcants* do 
not see any issues within the references of record that call patentability into question, 

Sioce a prima case for anticipation or obviousness has not been established by tb.e Examiner, 
Applicants r^ectfully request withdrawal of the rejection of claim 10 under 35 U.S,C. § 102(b) as 
being anticipated by the Koksbang '214 patent. 
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CONCLUSIO NS AND REQUEST FOR REUEP 



Applicants submit that claims 1-3, 6-18 and 22-26 are in condition for allowance. Thus, 
Applicants respectfblly request the reversal of the rejections of claims 1-3, 6-10, 17 and 22-26 and 
the allowance of claims 1-3, 6-18 and 22-26. 
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